LAW OFFICES
FINNEGAN, HENDERSON,
FARABOW, GARRETT,

8 DUNNER,L.L.P.
1300 1 STREET, N. W.
WASHINGTON, D.C. 20008
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n re Reissue Application of:

U.S. Patent No. 5,750,338
Mark L. Coliins et al.

Reissue Serial No.: 09/533,906
Filed: March 8, 2000

For: TARGET AND BACKGROUND
CAPTURE METHODS WITH
AMPLIFICATION FOR
AFFINITY ASSAYS

Assistant Commissioner for Patents
Washington, DC 20231

Sir:
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PATENT
Customer Number 22,852
Attorney Docket No. 1147.0142

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

RECEIVED

APR 2 0 2001
Examiner: D. Johannsen
OFFICE OF PETITIONS
DEPUTY A/C PATENTS

RECEIVED

MAR 2 6 2001
TECH CENTER 1600/2900

Group Art Unit; 1655

LETTER

The undersigned would like thank Ms. Karin Tyson of the Special Program Law

Office for the courtesy of a telephone conference in an attempt to clarify the content of

certain papers filed with the original papers in the above-identified reissue application.

Those papers were characterized as informal drawings by the Office. In fact, those

papers are not drawings but rather were part of the original request for reissue.

Specifically, in support of its request, the Patent Owner filed a Consent of

Assignee, Offer to Surrender Original Patent, and Statement Under 37 C.F.R. § 3.73(b).

Attached to that Consent was a copy of the Assignment of Patents and Applications

from Amoco Corporation to Vysis Inc. and a Schedule 1 (pages 1-18, each entitled

“Vysis, Inc. - US and Foreign Patents/Applications) which listed all of the applications
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and patents being assigned to Vysis Inc. (copy attached). In light of the confidentiality
of the information contained in the Schedule 1 and its irrelevance to the reissue
application, the Patent Owner redacted the confidential information prior to filing it with
the reissue papers. These pages are not drawings and should not be considered as
such. Moreover, since these pages are part of the Assignment, the undersigned does
not believe that an amendment to remove these pages from the reissue application
would be proper. Thus, the Patent Owner urges the Office to retain them as part of the
official file but as documents supporting the Patent Owner’s initial request for reissue
and not as drawings. If, after considering the above, the Office still believes that the
redacted pages should be removed from the file, the undersigned hereby grants the
Office the authority to remove them.

Please grant any extensions of time required to enter this response and charge

‘|l any required fees to our deposit account 06-0916.

Respectfully submitted,

FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNER, L.L.P.

Dated: March 23, 2001 By: \Jau O, Jpvcto

Jean B. Fordis
Reg. No. 32,984
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PATENT
Attorney Docket No. 1147-0142
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

)
U.S. Patent No. 5,750,338 )
)
Mark L. Collins et al. ) Group Art Unit: Unassigned
)
Reissue Serial No.: Unassigned ) Examiner: Unassigned
)
Reissue Application Filed: Herewith )
‘ )
- For: TARGET AND BACKGROUND ) H E C E i \/E D
CAPTURE METHODS WITH ) MAR
AMPLIFICATION FOR AFFINITY ) 2.6 2001
- ASSAYS TECH CENTER 1600/2900
'BOX REISSUE
: - Assistant Commissioner for Patents RECEIVED
2y ' Washington, D.C. 20231
i - Sir:
= | OFFICE OF PETITIONS

J.’
£31

CONSENT OF ASSIGNEE, OFFER TO SURRENDEREPUTY A/C PATENTS
ORIGINAL PATENT, AND STATEMENT UNDER 37 C.E.R. § 3.73(b)

"1,

kT

Vysis, Inc. is the Assignee of the entire right, title, and interest in U.S. Patent No.

. 5,750,338 by virtue of an assignment from the inventors to Amoco Corporation in a predecessor

fle BB o7, g

i application (U.S. Serial No. 07/136,920), recorded at Reel 4843, Frame 0373, and by virtue of a
i subsequent Assignment of Patents and Applications from Amoco Corporation to Vysis Inc (copy

attached).

Vysis, Inc. hereby consents to the accompanying application for reissue of U.S. Patent

| .
I
'
1 5,750,338.
1 ]
FINNEGAN, HENDERSON, | Vysis, Inc. hereby offers to surrender U.S. Patent 5,750,338 when the reissue application

FARABOW, CARRETT, |

& DUNNER,L.L.P. i

1300t sTReET, N.w. ' s otherwise in condition for allowance.

WASHINGTON, D, C. 20005 A

202-408-4000 i -
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I am empowered to sign this paper on behalf of the Assignee,

I hereby decla:;: that al] statements made herein of my own knowledge are true and that
all statements made on information and belief are believed to be true; and further that these
statements are made with the knowledge that willful false statements and the like so made are
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States

Codc and that such willful false statements may jeopardiza the validity of the application or any

patent issuing thereon.
\Mwu&iEZGaa ‘Mpuddzs
Date ' Norval B. Galloway, Kek. No. 33,59
' Patent Counsel
Vysis, Inc.
3100 Woodcreek Drive
Downers Grove, Illinois 60515




ASSIGNMENT QF PATENTS AND APPLICATIONS
TO VYSIS, IN

Whereas, AMOCO CORPORATION, a corporation organized and existing under the laws of
the State of Indiana, and having a principal place of business located at 200 East Randolph
Drive, Chicago, Illinois 60601 (hereinafter referred to as "ASSIGNOR"), owns all right, title,
and interest (subject to any outstanding licenses) in and to the inventions described in the United
States Patents and United States Patent Applications (application claims subject to examination
by the U.S. Patent and Trademark Office), set forth in Schedule 1 attached hereto.

Whereas, VYSIS, INC., a corporation organized and existing under the laws of the State of
Delaware, and having a principal place of business located at 3100 Woodcreek Drive, Downers
Grove, Illinois 60515 (hereinafter referred to as "ASSIGNEE") desires to obtain an assignment
of the entire right, title, and interest (subject to any outstanding licenses) in and to the above-
identified inventions, and in and to any Patent Applications or Letters Patent therefor in the
United States and all countries foreign thereto.

gﬁ Now Therefore m consideration of the sum of Ten Dollars ($10.00) and other good and valuable

:= hereby sells, assigns, and transfers to ASSIGNEE, its successors and assxgns all of the right,
:;:,_a ntle, and interest of ASSIGNOR, subject to any outstanding licenses, in and to (a) the above-
::ifidentified inventions, (b) the above-identified U.S. Patents and U.S. Patent Applications and
all other applications for Letters Patent of the United States and countries foreign thereto for said
‘~inventions, (c) all Letters Patents which may issue from said apphcatxons in the United States
='and all countries foreign thereto, and (d) all divisions, continuations, reissues, re-examinations
fl,z‘_'and extensions of said applications and Letters Patents; and covenants that it has the full right
=50 to do; and hereby authorizes and requests the Commissioner ‘of Patents and Trademarks to
= issue all United States Letters Patents on said inventions to ASSIGNEE as assignee of the entire
~jinterest.
= ASSIGNOR agrees to cooperate with ASSIGNEE, its successors and assigns, or their
representatives or agents, to execute such other documents as may be reasonably necessary to
consummate the assignment provided herein.

ASSIGNOR certifies that, to the best of its knowledge and belief, it is the owner of all right,
title, and interest (subject to any outstanding licenses) in and to said inventions, patent
applications, and Letters Patents, and that the undersigned is empowered to act on its behalf in
this matter.
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In Witness Whereof, ASSIGNOR has caused these presents to be executed in Downers Grove,
[llinois by a duly authorized person, on this day of , 1996.

AMOCO CORPORATION

b Sasbe
N é@“@ Sl

Frank J. Sroka
General Attorney

State of Illinois )
County of D\)\eou\\’& )

This instrument was acknowledged before me on this Q7fb day of j;_m‘-uv\ bel™ 1996
by Frank J. Sroka as General Attorney for Amoc Corporation. )

. 0 Notary Public

(SEAL) § "OFFICIAL SEAL"
, ANGELA F LUMMUS
; Notary Public, State of Winois
{ My Commission Expires 7/8/00

S Uh ke
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vpatass.corp 6/17/96

-
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SCHEDULE 1

VYSIS, INC.-US and FOREIGN PATENTS/APPLICATIONS

— Country |  Docket 8 | Type Artny Stotus Appin § . Filing Dote Patent &

jubub A — e LT

1 isewe Deto | Expwe Date TITee

f1¢ mventes b.!-aood

Redacted

/1008




VYSIS. INC.-US and FOREIGN PATENTS/APPLICATIONS

— Country { Dochet 8 | Type _,h-:q. H .m-n-l-l.(.;. _ Appin 8 ._ ‘mﬂ.ahneﬂ.n H ~ w-.-ﬂ.ﬁm} ;.’W-tﬁo!-u Expire Date TITLE ) Ist nvanter | b-i_

Redacted

1an8
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VYSIS, INC.-US and FOREIGN PATENTS/APPLICATIONS

/
Doctet # ' Type[Attny | Status Appin 8 | Fibng Date Patant # | Issve Deta ' Expire Dete , e

ey

118t invantesr . )-!‘L

Redacted

/1894
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VYSIS, INC.—US and FOREIGN PATENTS/APPLICATIONS

Ceuntry

Deocher #

Type | Artay T

Status

Appin. 8 _ Fillng Dote Patent 8 | tssve Data | Expire Date

TreE

15t hvantar

/1894

Redacted
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VYSIS, INC.-US and FOREIGN PATENTS/APPLICATIONS

Country | Dectet # _N“clﬁh:.i. I Stetus Appin ¥ Filing Date '

Patent & issve Datw | Expire Date | e

12¢ loventer Assgnee _

Redacted
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VYSIS, INC.-US and FOREIGN PATENTS/APPLICATIONS

Country Ooctet s | Type |Attay | Statws | Appln. § | Filing Bate”y  Patant # | bave Date  Espice Dote . e

Redacted

13t lavanter )-!-II._

/1898
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Dochat #

| Fype | Attay ¢

Stotes

]

Appin 7

VYSIS, INC.—US ang FOREIGN PATENTS/APPLICATIONS

{ Ring Dete Petent 8 | tssve Date , Enpire Data

Redacted
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112! nvaster
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Country

Dochet #

VYSIS, INC.—US and FOREIGN PATENTS/APPLICATIONS

\

" Tipe m Artmy. |

Statuy

Appin. #

| Aoy Bate | Potent # i frsve Date | Expire Date

nne

v1ans

Redacted
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VYSIS, INC.-US and FOREIGN PATENTS/APPLICATIONS

[ Cownery | Decter s [TrpelActay T Statws | Appin. # | Fling Dete | Patent 8 | laswe Datw | Expire Deve |

7LE | Vst baventer  Arspaas |

Redacted

&/18/08
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Country

Doctet 8

VYSIS, INC.-US and FOREIGN PATENTS/APPLICATIONS

T

| Tyme T Artny |

Stetus

r

Appin &

| Fibng Dote | Potent s [ swe Oete | Expire Dote

e

: 1ot bvvamtor "i_

Redacted
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VYSIS, INC.—US and FOREIGN PATENTS/APPLICATIONS

T

{

Country

Deacler #

TTvpe [ Aniny. |

Status

1

Appin. 8 _ Fling Daite Potont # , sswe Date ' £xpive Doto |

rme

{ 1as bvvanter

Redacted

| Asampees |
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VYSIS, INC.-US and FOREIGN PATENTS/APPUICATIONS

[ Cemoy | _Dochws  |Twelamey. | Furs | " Aspir 8 [ RnyDawa | Aetentd Tiesae Gate | Sxsire Dore | 7127 2ot brewntar

Redacted
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VYSIS, INC.-US and FOREIGN PATENTS/APPLICATIONS

[

Cownty | Decker® [Typelaniny.| Surm | Aowins [ Fng Dote | Pereni & Tmsve Dt [ €xpire Bate |

Redacted

|13 ovanter [ Assgase ]
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Redacted

_ —::.E. AND SACLGAOUMD CAPTURE 8 THOOS W The AMPUSIC A Trcms

COLLINSM L .ﬁn

_

Pege 13




VYSIS, INC.-US and FOREIGN PATENTS/APPUCATIONS

[ Cowey T~ Decters  [Tmwelanar.] s

Appin. 8

[ Fillog Gote | Potant § [ izwe Deta | Expive Date

(7ot tevanser

[ Assipeee |

Redacted
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VYSIS, INC.-US and FOREIGN PATENTS/APPLICATIONS

[

Country,

Deciet &

[Trpearmay T

Stetus

I

Appin. §

| A Date |~ Pstant @ | tsswe Datw | Expire Date

Tme

1ot mranter

Redacted

Assgmen |
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VYSIS, INC.—US and FOREIGN PATENTS/APPLICATIONS

[_Covntry | "Decters” [Type|Anay.| Stetes | Aspin s | Rong Dote | Potont s | leswe Date | Expire Dets

e 115t vancar | Assegaee |

Redacted
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VYSIS, INC.~US ang FOREIGN PATENTS/APPLICATIONS

[ Cowntry Oschot8 _ [Typo[Anay. |  Siatws | Appin. ¢ | Aing Dota | Potant # | #swe Deto | Expire Derw | nme

Redacted

w1808
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VYSIS, INC.~US and FOREIGN PATENTS/APPLICATIONS

Statue

I

Applen. # _a‘??_ Potont § _t!lhn.c_nic?.-

Redacted

[12¢ vvanter
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Pege 18
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